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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 1/26/2010 have been fully considered but they are 
not persuasive. 

In re page 7-9, Applicants argue that Kato and Yamaguchi do not teach 
"selection means for selecting accompanying data to be played back ... which can be 
selected from data files different from a main AV stream". 

In response the Examiner respectfully disagrees. Kato discloses selection means 
(play list) for selecting accompanying data to be played back ... which can be selected 
from data files (play list files; Fig. 2; 0157) different from a main AV stream (Clip, Figs. 2 
and 3) which can be selected from data files different from a main AV stream (Play list 
files are different from Clip i.e. main AV files; Figs. 2, 13 and 14;0157;0170;0227;0225) 

Claim Objections 

1 . Claims 1 , 8 and 9 are being objected to because it has been held that the 
recitation that an element "can be" used to perform a function is not a positive limitation 
but only requires the ability to so perform. It does not constitute a limitation in any 
patentable sense. In re Hutchison, 69 USPQ 138. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent Pub. 2002/0164152 to Kato et al. "Kato" in view of U.S. Patent 
6,088,507 to Yamauchi et al. "Yamauchi" 

As to claims 1, 8 and 9, Kato discloses a playback apparatus comprising: 
obtaining means for obtaining playback management information (Fig. 7, Play list; 0157) 
including first information having a main playback path (Figs. 7 and 39, Playitem (Main 
Path)) indicating a position of an AV stream file recorded on a recording medium and 
second information having a sub playback path (Sub Play Item (Sub-Path); 0262) 
indicating positions of sub files including accompanying data (Sub play item or audio) to 
be played back simultaneously with playback of main image data included in the AV 
stream file (Fig. 39; 0289-0293); 

selection means for selecting accompanying data to be played back, based on an 
instruction from a user (selection of a playlist, 0157), from among accompanying data to 
be played back simultaneously with the main image data included in the AV stream file 
referred to by the main playback path and the accompanying data included in the sub 
files, which can be selected from data files different from a main AV stream (Figs. 13 
and 14;0157;01 96-01 97), referred toby the sub playback path (Fig. 39; 0157;0289- 
0293); 

reading means for reading, if the accompanying data selected by the selection means is 
included in a sub file referred to by a sub playback path, the sub file referred to by the 
sub playback path together with the AV stream file referred to by the main playback 
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path (0157; 0289-0293); and 

playback means for playing back the main image data included in the AV stream file 
read by the reading means and the accompanying data included in the sub file selected 
by the selection means and read by the reading means (0157;0289-0293). 

Kato does not expressly disclose a plurality of sub playback paths. 

Yamauchi discloses a plurality of sub playback paths (Fig. 4A; Elementary 
streams 2-6). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to combine Kato with the teachings of Yamauchi. Motivation to combine would 
have been to allow a user to have multiple sub playback paths so that a user is able to 
play audio in different languages for a movie or provide caption data in different 
languages so that a user friendly system could be obtained. 

As to claim 2, Kato and Yamauchi as modified disclose everything claimed as 
applied in claim 1 above. Yamauchi further discloses wherein the first information 
includes a table defining the accompanying data included in the AV stream file referred 
to by the main playback path (movie A) and the accompanying data referred to by the 
sub playback paths (Selection of voice or subtitles), and the selection means selects the 
accompanying data to be played back, based on the instruction from the user, from 
among the accompanying data defined in the table (Fig. 9). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to combine Kato with the teachings of Yamauchi. Motivation to combine would 
have been to allow a user to choose different video and different languages thus giving 
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the user more control over the material the user wishes to watch through the use of a 
playlist. 

As to claim 3 and 4, Kato and Yamauchi as modified disclose everything claimed 
as applied in claim 1 above. Yamauchi further discloses further comprising determining 
means for determining whether the playback apparatus has a function of playing back 
the accompanying data selected by the selection means, 

wherein if it is determined by the determining means that the playback apparatus has a 
function of playing back the accompanying data and if the accompanying data is 
included in a sub file referred to by a sub playback path, the reading means reads the 
sub file referred to by the sub playback path together with the AV stream file referred to 
by the main playback path, and 

the playback means plays back the main image data included in the AV stream file read 
by the reading means and the accompanying data included in the sub file selected by 
the selection means and read by the reading means (Col. 3, lines 35-64). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to combine Kato with the teachings of Yamauchi. Rationale to combine would 
have been that all the claimed elements were known in the prior art and one skilled in 
the art could have combined the elements as claimed by known methods with no 
change in their respective functions, and combination would have yielded predictable 
results to one of ordinary skill in the art at the time of the invention. 

As to claim 5, Kato and Yamauchi as modified disclose everything claimed as 
applied in claim 1 above. Yamauchi further discloses wherein the table further defines 
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accompanying attribute (channel number) information concerning accompanying data, 
and the determining means determines whether the playback apparatus has a function 
of playing back the accompanying data based on attribute information concerning the 
accompanying data defined in the table(Col. 3, lines 35-64). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to combine Kato with the teachings of Yamauchi. Rationale to combine would 
have been that all the claimed elements were known in the prior art and one skilled in 
the art could have combined the elements as claimed by known methods with no 
change in their respective functions, and combination would have yielded predictable 
results to one of ordinary skill in the art at the time of the invention. 

As to claim 6, Kato and Yamauchi as modified disclose everything claimed as 
applied in claim 1 above. Kato further discloses wherein the second information 
includes type information concerning the types of the sub playback paths, file names of 
the sub files referred to by the sub playback paths, and IN points and OUT points of the 
sub files referred to by the sub playback paths (Fig. 39; 0289-0293). 

As to claim 7, Kato and Yamauchi as modified disclose everything claimed as 
applied in claim 1 above. Kato further discloses wherein the second information further 
includes specifying information for specifying the AV stream file referred to by the main 
playback path to play back the sub playback paths simultaneously with the main 
playback path, and a time on the main playback path for allowing the IN points to be 
started in synchronization with the main playback path on the time axis of the main 
playback path (Fig. 39; 0289-0293). 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ASHER KHAN whose telephone number is (571)270- 
5203. The examiner can normally be reached on 9:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks- Harold can be reached on (571)272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Marsha D. Banks-Harold/ 

Supervisory Patent Examiner, Art Unit 2621 



/A. K.I 

Examiner, Art Unit 2621 



